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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed on March 17, 2009 have been fully considered but they are 
not persuasive. 

2. In response to applicant's argument that "Newton does not teach or suggest receiving 
naturally occurring pressurized gas from a reservoir of naturally occurring gas and using the 
naturally occurring pressurized gas to generate electrical power as is taught by independent 
claims I and 5.", it must be noted that it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to use any naturally occurring gas instead of liquefied 
natural gas, since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. 

3. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claims 1, 4, 5, 8, 10, 11, 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 4,479,350 to Newton et al. 

Newton et al. disclose the construction of a system for the recovery of power from 
vaporization of liquefied natural gas, comprising: 

means (45) adapted for receiving gas that is pressurized at a first pressure level 
from a gas reservoir system (Figure 1); 

means (26) adapted for directing the pressurized gas to a turbine (27) so as to 
induce motion thereof; 

a generator (30), mechanically coupled to the turbine, the generator including 
means for generating an electrical current induced from motion of the turbine; and 

means (31) adapted for directing the gas from the turbine, after passage 
therethrough, to a predetermined location. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use any naturally occurring gas instead of liquefied natural gas, since it 
has been held to be within the general skill of a worker in the art to select a known material on 
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the basis of its suitability for the intended use as a matter of obvious design choice. In re Leshin, 
125 USPQ416. 

7. It must be noted that it has been held that the recitation that an element is "adapted to" 
perform a function is not a positive limitation but only requires the ability to so perform. It does 
not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

8. With regards to claim 4, Newton et al. disclose the gas reservoir and the predetermined 
location are in direct mutual communication (Figure 1). 

9. With regards to claim 5, Newton et al. disclose (see column 2, line 44 to column 6, line 7) 
a method for exploiting power from a pressurized gas reservoir comprising the steps of: 

receiving gas that is pressurized at a first pressure level from a reservoir of gas; 

directing the pressurized gas to a turbine so as to induce motion thereof; 

generating, at a generator mechanically coupled to the turbine, an electrical 
current induced from motion of the turbine; and 

directing the gas from the turbine, after passage therethrough, to a predetermined 
location at a secondary pressure level. 

10. With regards to claim 8, Newton et al. disclose the reservoir of gas and the predetermined 
location are in direct mutual communication. 

1 1 . With regards to claims 10 and 14, Newton disclose the predetermined location being a 
second reservoir. 

12. With regards to claims 1 1 and 15, it would have been obvious to one with ordinary skill 
in the art to make a secondary recovery site the predetermined location for the purpose of 
allowing system scalability and working fluid re-use. 
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1 3 . With regards to claim 1 3 , a recitation of the intended use of the claimed invention (" . . . 
for using at least a portion of the electrical current to drive an associated compressor ...") must 
result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

It should be emphasized that "apparatus claims must be structurally distinguishable from 
the prior art." MPEP 21 14. In In re Danly, 263 F. 2d 844, 847, 120 USPQ 528, 531 (CCPA 
1959), it was held that apparatus claims must be distinguished from prior art in terms of structure 
rather than function. In Hewlett-Packard Co. v Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990), the court held that: "Apparatus claims cover what a device 
is, not what it does" (emphases in original). To emphasize the point further, the court added: 
"An invention need not operate differently than the prior art to be patentable, but need only be 
different" (emphases in original). 

14. Claims 2, 6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. U.S. Patent No. 4,479,350 to Newton et al. in view of U.S. Patent No. 4,329,842 to 
Hoskinson, deceased. 

Newton et al. disclose the construction of a system for the recovery of power from 
vaporization of liquefied natural gas as disclosed above. 

However, it fails to disclose means adapted for directing gas at the secondary pressure 
level to an associated combustion generator so as to generate additional electrical current from 
combustion thereof. 
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Hoskinson disclose the construction of a power conversion system utilizing reversible 
energy of liquefied natural gas, comprising means (32) adapted for directing gas at the secondary 
pressure level to an associated combustion generator (34) so as to generate additional electrical 
current from combustion thereof 

It would have been obvious to one skilled in the art at the time the invention was made to 
use the means adapted for directing gas at the secondary pressure level to an associated 
combustion generator disclosed by Hoskinson on the system disclosed by Newton et al. for the 
purpose of using the gas at an increased pressure as the working fluid of a combustion generator. 

It must be noted that it has been held that the recitation that an element is "adapted to" 
perform a function is not a positive limitation but only requires the ability to so perform. It does 
not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

15. With regards to claim 6, Hoskinson disclose the steps of directing gas at the secondary 
pressure level to an associated combustion generator so as to generate additional electrical 
current from combustion thereof 

16. With regards to claim 9, Hoskinson disclose means (power feedback loop) adapted for 
using at least a portion of the electrical current to drive an associated compressor, and Newton 
disclose a compressor (43) which includes means for increasing the secondary pressure level. 

Allowable Subject Matter 

17. Claims 12 and 16 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

18. The following is a statement of reasons for the indication of allowable subject matter. 
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The prior art of record, taken alone or in combination, does not teaches the construction 
of a system for exploiting power from a pressurized gas reservoir as described on and including 
all the disclosed limitations of dependent claims 12 and 16, comprising: 

means adapted for separating at least one of nitrogen and carbon dioxide from the 
naturally occurring pressurized gas; 

means adapted for directing the separated at least one of nitrogen and carbon 
dioxide to a first transmission line; and 

means adapted for directing the naturally occurring pressurized gas to a second 
transmission line. 

Conclusion 

19. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892. 

20. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PEDRO J. CUEVAS whose telephone number is (571)272-2021. 
The examiner can normally be reached on M-F from 9:00 - 6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Quyen Leung can be reached on (571) 272-8188. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pedro J. Cuevas/ 
Examiner, Art Unit 2834 
April 13, 2009 

/Nicholas Ponomarenko/ 
Primary Examiner, Art Unit 2834 
April 10, 2009 



